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Overview

Take stock of European framework with regard to
• Eligible subject matter
• Patentability requirements
• Scope of protection
• Exercise of rights
• Patent term
• Patent use
of differentiation [which is technology specific]
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Eligible subject matter

• General rule
– art. 52 (1) EPC

“European patents shall be granted for any inventions which are 
susceptible of industrial application, which are new and which 
involve an inventive step”

End of differentation?
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Eligible subject matter
• Exclusion of inventions

– Too abstract in nature
• discoveries, scientific theories and  mathematical methods (article 52-2)[NEL!]

– Non technical in nature [technology specific]
• aesthetic creations; schemes, rules and methods for performing mental acts, playing games 

or doing business, and programs computers; presentation of information (art.52-2) [NEL!]

– Policy [health] reasons
• methods for treatment of the human or animal body by surgery or therapy and diagnostic 

methods practised on the human and animal body (article 52-4)

– Ethical reasons [technology specific]
• inventions the publication or exploitation of which would be contrary to ‘OP' or morality
• processes for cloning human beings;processes for modifying the germ line genetic identity

of human beings; uses of human embryos for industrial or commercial purposes [NEL!] 
human embryonic stem cells? (article 53 a + Rule 23)

– Legal reasons
• [prohibition double protection]: plant and animal varieties (article 53 b)

Differentation! Non-exclusive lists + interpretation problems = legal uncertainty. Do we need more?  
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Patentability requirements

• General rule
– art. 52 (1) EPC

“European patents shall be granted for any inventions which are 
susceptible of industrial application, which are new and which 
involve an inventive step”

• Differentiation
– Inventive step

– “person skilled in the art” in the respective field of technology 

– Disclosure requirement
– Somewhat looser in the field of software?

Hardly any differentation! Do we want more?
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Scope of protection

• General rule
– Article 69 EPC

– Article 69 (1) EPC: ‘The extent of the protection conferred by a 
European patent or a European patent application shall be 
determined by the terms of the claims”

– Protocol on the Interpretation of Article 69 EPC: “Article 69
should be interpreted as defining a position which combines a 
fair protection for the patentee with a reasonable degree of 
certainty for third parties.”



15-16 May 2007 Geertrui Van Overwalle EUPACO

Scope of protection

• Application Article 69

Differentation! Not desirable – we want reduce it!
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Scope of protection

• Deviations
– Technology specific: genetics: absolute

protection/purpose bound protection
• Germany, France Differentation! Is it legitimate?
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Exercise of rights
• General practice

– Exploitation
– Licensing/cross licensing

• Models facilitating licensing
– Conventional models: “license of right”

The patent proprietor files a written statement with the patent authority that he is prepared to allow any person to use the 
invention as a licensee in return for appropriate compensation. In that case, a reduction of annual fees will be applied.

• CPC (art. 20)
• German Patent Act  (art. 23). Between 1949 – 2002 more than 100.000 statements [Krasser]. Effect 

on subsequent licensing relations? 
• Differentation! Further research needed!

– New models: collaborative rights management
• Success is technology related

– ICT: successful [industry standard]
– Genetics: difficult, cumbersome [incentive?]
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Exercise of rights

Differentation desirable! How to realize?

VAN ZIMMEREN, E., VERBEURE, B., MATTHIJS, G., & VAN OVERWALLE, G.,
‘A Clearinghouse for Diagnostic Testing: the Solution to Ensure Access to and Use of Patented 
Genetic Inventions?’, Bulletin of the World Health Organization,  2006, 352-359
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Exercise of rights

Patent licensing in human genetics within 
the European Union: a survey on common 
and new licensing approaches

2007-2008

Drs. Esther van Zimmeren, LLM

Collaborative rights mechanisms: 
‘markets for lemons’?

2007-2001

Prof. Dirk Czarnitzky
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Exercise of rights

• Limitations. Compulsory licenses
– Non technology specific

• Non use
• Dependancy

– Technology specific
• Public health

Differentation! Do we want more?
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Patent term
• General rule

• High quality [inv st], fully fletched patent
• High cost
• 20 years

• Alternative: “petty patent” “utility model”
“Gebrauchsmuster”

• “Lower” quality [inv st], restricted patent
• Lower cost
• 6 years

Differentation! Technology tailored?  [Life cycle product]
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Patent use

• General rule
– High quality [inv st]
– High cost
– Pleithora of uses: exploitation, licensing, monetisation..

• Need for alternative
• Current proposal floating around: “Social patent”

– Low/No cost
– No use for exclusionairy commercial purposes

[Cf. Arti RAI & James BOYLE, Synthetic Biology: Caught between Property Rights, the Public Domain
and the Commons, PLoS, March 2007]

• My proposal
– High quality
– Moderate cost
– Differentiation in use and subsequent differentiation in maintenance

fees
[example: exloitation: high fee; exclusive license: relatively high fee; non-exclusive licenses: low fee]

Differentation use of the patent – Welcome! Feasible?
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Conclusion
1. Eligible subject matter:

Differentation! Non-exclusive lists + interpretation problems! Do we need more?

2. Patentability requirements
Hardly any differentation! Do we want more?

3. Scope of protection
Application Protocol: Differentation! Not desirable – we want reduce it!
Purpose bound: Differentation! Is it legitimate? Do we want to apply it beyond genetics?

4. Exercise of rights
“License of right”: Differentation! Further research needed!
Collaborative rights models: Differentation desirable! How to realize?
Limitation of rights (compulsory licensing): Differentation! Do we want more?

5. Patent term
Petty patents: Differentation! Technology tailored?  [Life cycle product]

6. Patent use
Differentation use of the patent – Welcome! Feasible? Differentation of maintenance fees!


	Overview
	Eligible subject matter
	Eligible subject matter
	Patentability requirements
	Scope of protection
	Scope of protection
	Scope of protection
	Exercise of rights
	Exercise of rights
	Patent term
	Patent use
	Conclusion

